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UKMARKS 

7. SUHtiS of the Claims 

Claims 1-16, 19-32 and 39 arc pending. 

Claims 16, 22, 25, 26 and 28-30 stand allowed. 

Claims 1-15, 19-21, 23, 24, 27, 31, 32 and 39 stand rejected. 

Claims 1, 2, 1 6, 23 and 39 arc amended herein. 

Claims 19-21, 24, 27 and 31 are canceled by this amendment. 

Reconsideration is respectfully requested. 



2. Am endments to ihn Specidcation 

Tlic Applicants have noted several typographical errors and infonnalitlcs, which 
ApplicanLs have corrected in this Amendtncnt. In the specification, claases bceinning on page 5, 
line 3 and on page 22, lijie 24 and paragraphs beginning on page 27, line 1 2, on page 30, line 6, 
on page 64, line 14, and on page 77, line 8 have been amended to correct minor editorial 
problems. The Applicants apologize for these errors. 

3. Amendments to the Claims 

Applicants have also noted some typographical eixors and informalities in the claims 
^* which aj-e corrected by this Amendment. In claim 1 nnder \hc dcfmition ofR^o) and claim 2 

under clause (1), the first instance of **cycloalkylalkyjiyr* has been replaced by 
C-) *cycloalkylalkenyr' to correct a typographical error. In claim 16, an extra has been removed 

LU ijn^cr the definition of J<^(0' ht claims 1 6 and 39, "hclcroaryl selected from" has been removed 

under the definition of R^{g) and •^substituted phenyl ?>clcctcd from" has been removed under the 
definition of R\h) because these elements arc not presented in formal Markush fomat. 



CO 
LU 

cr 



4. Claim ElecMon/lU^Ktr lcU^^^^^ 

The Examiner noted that newly submitted claim 39 (in-part) was directed to an invention 
that is independent or distinct from the invention originally claimed for the following reasons: 
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tlie invention which hiis been examined is where A and B arc "simuhaneously" an aryl or 
heteroaryl ring. Newly added claim 39 claims that A and B "each independently" is an aryl or 
heteroaryl ring. Since the Applicants received an action on the merits for the originally 
presented invention, this invention wjis constructively elected by original presentation for 
prosecution on the merits. Accordingly, the Examiner withdrew claim 39 (in-part) from 
consideration as bci ng directed to non-elected inventions. 

The Applicants have amended claim 39 to omil non-elected 55ubject matter. Accordingly, 
the Applicants believe that claim 39 as presently amended meets the requirements of 37 CFR 
K142(b) and MPEP § 821.03. 

5. Heiect i ons Under 3JJJSCJ J12. Second ParoQrap h 

The Examiner rejected claims 1-1 S, 19-21, 23, 24, 27, 31, 32 and 39 as being indefinite 
for lailing to particulariy point out and distinctly claim the subject matter which the Applicant 
regards as the invention* 

a. i:Qr: 

The Examiner pointed out that in claim 1, under ihe definition of R^(r) an "or" is needed 
before "-OC(0)-NR'R'"\ Claim 1 has been amended to make this correction. 

b. Lac k of Antecedent Basis forR^ 

The Examiner pointed out tliat in claims 19-21, 24, 27 and 31, the variable lacks 
antecedent basis from the claims from which they depend. Claims 1 9-21, 24, 27 and 31 have 
been canceled. 

c. Lack of Antecedent Basis for First F our Substitu cnts 

The Examiner pointed out that in claim 23, the first four (4) subslitucnts lack antecedent 
basis from claim 22. The Applicants have amended claim 23 to remove the substiUients noted by 
the Examiner. 
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d. "Jletcroalkvl" 

The Hxaminer pointed oul lhat in claim 39, under the definition of K^(0, "hctcroalkyl" is 
misspelled. Claim 39 has been amended lo make this correction. 

e. Period 

Tlic Examiner ptMnlcd out thai claim 39 docs not conform to M.P,E,P. 608,0 )(m) since 
each claim musl end with a period and no other periods may be used elsewhere in Ihc claims 
except for abbixviations {e.g.> sec the period before Ihc definition of R"*). The Applicants have 
amended clai)n 39 to remove redundant language and the extra period, which reappear at the end 
of the claim, to recite, inter alia, 

(h) sttbf»titui cd phenyl -sele cted from sulfemoylphcnyl, 

methylsulfonylphcnyl, carboxyphcnyl or ethoxycarbonylphcnyl^aiHl 
pf^ru RS, indivi du al isonior s> mixtures o f lso«tet=»-tH>d p harmueout ical ly aceeptnW e-galte 
thereof . 

The Applicants believe, in view of the amendments noted above, that all of the 
Applicants' presently pending claims meet the criteria of 35 USC §112, second paragraph. 

6, Rejections Under 35 USC ^103 

The hxamincr rejected claims 1-7, 12 and 32 under 35 USC §) 03(a) as being 
unpatentable over Faraci ct al., WO 94/13643 (US 5712303), The Examiner re-itcrated previous 
bases for rejection, stating, inter alia, that the difference between the teachings of Faraci ct al. 
and Applicants' invention was that of generic description of the products being administered for 
the intended use. 

rhe Applicants understand-that the 103(a) rejection is based on the rationale that certain 
selections for in claim 1 overlap with selections for the substituents on tlie ring R in Faracj 
(for example, sec the products on page 36, line 10; page 40, line 1 5; page 43. line 19; and page 
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44 lines 12-14). The Applicants have amended claim 39 to remove the overlap noted by the 
Examiner. In particular, claim ) as amended recites that may be selected from: 



(a) optionally substituted hctcrocyclyl; 

(Ij) optieimHy^b stttuted ft ry l or hetern rylt 

(c) hclcroalkenyl; 

(d) hctcroalkynyl; 

(e) optionally substituted hctcrocyclylalkyl; 
(0 optionally substituted hcterocyclylalkenyl; 

(g) optionally substituted hcterocyclylalkynyl; 

(h) optionally substituted helerocyclylalkoxy, cyclyloxy or 
hetcrocyclyloxy; 

(i) optionally substituted heterocyclylal kylamino; 
(i) optionally substilulcd heterocyelylalkylcarbonyl; 
(k) -Y-(alkylene)-R^ where: 

Y is a single bond» -0-, -NH- or -S(0)n- (where n is an inlcgcr 
Irom 0 to 2); and 

is cyanu, optionally Nubstituted beleroaryl, -COOH, -COR"^ ||- 
l|€GOH^ >CONR^'R^\ -SOjR'', -S02NR''V^ -NHSO^R*^ or - 
NHSO^NR^^K'*^ where R^" is optionally substituted heterocyclc, 
H*^-»fHilkyJ, and R'^ R'\ R'\ R^' and R'^ are, 

' indei^endcntly of each other, hydrogen, alkyl or hctcroalkyl; 

(1) -C(=NR^^^)(NJ<^^R^^) where R^^, R^' and r" independently 

represent hydrogen, alkyl or hydroxy, or R^ and R^' together arc - 
(CH2)n- where n is 2 or 3 and R^^ is hydrogen or alky); 

(m) -NHC(X)>JR^^R^'* where X is -O- or -S-, and R^^ and R^^ are, 
independently of each other, hydrogen^ alkyl or heteroalkyl; 

(n) -CONR^R^^ where R^^ and R^^ independently represent hydrogen, 
alkyl, heteroalkyl or optionally substituted heterocyeJylalkyl, or 
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R^-^ and R^^ together with the nitrogen tu which flicy arc attached 

form an optionally substituted hctcrooyclyl ring; 
(o) cycloalkylalkyi, iyrl nnllivlHlKvnvl cvctoAlkvlalkcnvl and 

cydoalkylalkynyl, all optionally substituted with alkyl, halo, 

hydroxy or amino; 
(p) arylaminoalkylene or hctcroarylaminoaikylene; 
(q) Z-alkylene-NR"* V* or Z-allQrlen€^OR^^ where Z is -0-, and R^^ 

R^ 'and R^^ arc independently of each other, hydrogen, alkyl or 

heteroalkyl; 

(r) ^0C(0)-alkylcne-(:02H Il,J) ur -OC(0)-NR'R" (where R' and R" 

are indepcndcjitly hydrogen or alkyl); 
($) heteroarylalkenylene or heteroarylalkjmylene; and 
(t) hcteroalkylamino; 

Hlenicnt (b) has been removed and element (k) has been amended lo remove "-COOR^*" 
lo remove overlap between selections for in claim 1 and selections ri)r the substitucnts on the 
ring in Faraci noted by the Hxaminer (for example, see the products on page 36, line 10; page 
40, line 1 5; page 43, line 1 9; and page 44 lines 12- 1 4). Element (o) has been nmendcd such that 
the first instance of "cydoalkylalkynyl" has been replaced by "cycloalkylalkenyF' due to a 
typographical eiror as discussed above. Clause (r) has been amended to include an "or** to 
conform to the requirements of 35 USC § 1 12, second paragraph, discussed above. 

Therclbrc, Applicants' invention as now claimed in amended claim 1 is not disclosed or 
suggested by Faraci. Applicants' invention is further nonobvious in light of the unexpected and 
surprising p38 activity, which is neither taught nor suggested hy Faraci, Accordingly, the 
Applicants believe, in view of the amendments noted above, that claims 1-7, 12 and 32 meet the 
criteria of 35 USC §103 as patentable over Faraci, and Applicants respectfully request that this 
rejection be withdrawn. 
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FEES 

No Tecs should be due. However, in the evenl it is determined that a fee is due, 
please charge same to Deposit Accouiil No. 18-1700. 
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CONCLUSION 

In view of the foregoing, AppHeante believe all claims now pending in this 



Application arc in condition for allowance. The issuance of a formal Notice of Allowance al an 
early date is respectfully requested. If the Examiner believes a telephone conference would 
expedite prosecution of this application, please telephone the undersigned at 650-852-1 141 . 



Roche Palo Alto LLC 
Patent Law Dept. M/S A2-250 
3431 Hillvicw Avenue 
Palo Alto. CA 94304 

IJircct Phone: (6.50) 354-7540 
Date: April 7, 2004 



Respectfully submitted. 




Robert C. Hall 
Reg. No. 39,209 
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